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DETAILED ACTION 

This action is responsive to the preliminary amendment filed on August 3, 2003. 
Claims 1-5 have been cancelled. Claims 6-15 are pending in this application. The 
Information Disclosures Statements filed on August 4, 2003 and April 27, 2004 are 
acknowledged. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



2. Claims 1 0-1 6 recites the limitation "body fat meter" in the preamble of the claims. 
There is insufficient antecedent basis for this limitation in the claims; as claim 7, which 
claims 10-16 are dependant on, does not state a body fat meter, but a bioelectric 
impedance measuring apparatus. 

Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 7, 8, 9, 1 1, and 14 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 7 of U.S. Patent 
No. 6,618,616 in view of Iwabuchi (U.S. Patent 6,360,124). 

Claim 7 of the conflicting patent claims a bioelectrical impedance measuring 
device with a personal data input, a plurality of electrodes for bioelectric impedance 
measurement, at least one memory area for storing the personal data, a control device 
for storing and retrieving personal data of a touched electrode from the memory area, 
and a weight scale with a display. However, it does not claim that the electrodes have 
identification, or the display unit as capable of displaying a sign representing the 
touched electrode. 

Iwabuchi teaches identifying the electrodes of a bioelectric impedance measuring 
apparatus, (figure 1 ). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to identify the electrodes on the bioelectric impedance measuring device as 
taught by Iwabuchi. Further it would have been obvious to one of ordinary skill in the art 
at the time of the invention that the electrodes would be disposed on the upper surface 
of the scale body. All other limitations of claims 7,11, and 1 4 of the instant application 
are taught in claim 7 of the conflicting patent which is dependant on claim 1 . 
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3. Claims 6 and 10 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 7 of U.S. Patent No. 6,61 8,61 6 in 
view of Laurent (U.S. Patent 5,469,857). 

Claim 7 is described above. 

Laurent teaches a display that shows which electrodes are in contact with the 
heart (abstract). 

It would have been obvious to one of ordinary skill in the art or medical 
diagnostics at the time of the invention to display a sign to represent an electrode is in 
contact with a desired target (or touched). 

4. Claim 10 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 7 of U.S. Patent No. 6,61 8,61 6 in view of 
Laurent and Iwabuchi. 

Laurent teaches a display that shows which electrodes are in contact with the 
heart (abstract). 

Iwabuchi teaches identifying the electrodes of a bioelectric impedance measuring 
apparatus, (figure 2). 

It would have been obvious to one of ordinary skill in the art or medical 
diagnostics at the time of the invention to display a sign to represent an electrode is in 
contact with a desired target (or touched). Further It would have been obvious to one of 
ordinary skill in the art at the time of the invention to identify the electrodes on the 
bioelectric impedance measuring device as taught by Iwabuchi. 
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5. Claim 12 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 7 of U.S. Patent No. 6,61 8,61 6 in view of 
Drinann (U.S. Patent 6,354,996) and Iwabuchi. 

Claim 7 of the conflicting application is described above. However it does not 
claim scroll up, scroll down, and enter buttons on the device upper surface or each 
electrode having identification. 

Drinan discloses a scroll up, scroll down, and enter button on the face of a body 
composition analyzing weight scale device (figure 2). 

Iwabuchi teaches identifying the electrodes of a bioelectric impedance measuring 
apparatus, (figure 2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to put a scroll up, scroll down, and enter button on the face of the bioelectric 
impedance measuring device of claim 7. Further it would have been obvious to identify 
the electrodes as taught by Iwabuchi. 

6. Claim 13 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 6 of U.S. Patent No. 6,61 8,61 6 in view of 
Drinan and Iwabuchi. 

Claim 6 of the conflicting application claims a bioelectrical impedance measuring 
device with a personal data input, a plurality of electrodes for bioelectric impedance 
measurement, at least one memory area for storing the personal data, a control device 
for storing and retrieving personal data to and from the memory area when an electrode 
is touched, and a power switch device responsive to the touch of any of the electrodes 
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for turning power on. However it does not disclose a scale for measuring body weight 
with a plurality of electrodes on the upper surface or the electrodes having identification. 

Drinan is described above as a body composition analyzer that includes a scale 
with electrodes on the upper surface. 

Iwabuchi teaches identifying the electrodes of a bioelectric impedance measuring 
apparatus, (figure 2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the bioelectric impedance measuring apparatus of claim 6 with a 
scale having electrodes disposed on the upper surface. Further, it would have been 
obvious to identify the electrodes as taught by Iwabuchi. 

7. Claims 15 and 16 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6,618,616 in 
view of Drinan and Iwabuchi. 

Claim 9 of the conflicting application claims a bioelectric impedance measuring 
device with a personal data input, a plurality of electrodes for bioelectric impedance 
measurement, at least one memory area for storing the personal data, a control device 
for storing and retrieving personal data to and from the memory area when an electrode 
is touched, a bioelectrical impedance circuit for measuring bioelectric impedance, a 
touch sensitive switch circuit for initiating current flow through electrodes, a mode 
switching device which switches the connection of said electrodes from said 
bioelectrical impedance measuring circuit to the touch sensitive switch circuit or 
inversely, and an internal timer for measuring period of non interruption of data entry in 
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the control device to shut the power of the device off after exceeding a predetermined 
length of time. However, claim 9 does not claim a weight scale for measuring body 
weight or the electrodes having identification. 

Drinan is described above as a body composition analyzer that includes a scale 
with electrodes disposed on the upper surface. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the bioelectric impedance measuring apparatus in claim 9 with 
Drinann's scale for measuring body weight with electrodes on the upper surface. 
Further, it would have been obvious to identify the electrodes as taught by Iwabuchi. 
Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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5. Claims 6, 8-1 0, and 12-16? rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Drinan et al. (US Patent 6,354,996) in view of Trautman (US Patent 
5,121,470). 

Drinan discloses a body composition analyzer that consists of a plurality of 
electrodes capable of measuring bioelectric impedance (column 3, lines 3-10), a 
memory unit that stores personal data (column 3, lines 52-55), a microprocessor control 
unit that stores (column 6, line 65 to column 7, line 5) and recovers personal data from 
the memory (column 6, lines 31-48), and a display unit (column 6, lines 49-57). The 
device is capable of measuring and displaying user's body weight (column 3, lines 1-2) 
and it is configured to turn on/begin analyzing after the user is in contact with the 
electrodes (figure 9, element 132 and 134). Furthermore there are scroll up, scroll 
down, and enter buttons disposed on the upper surface of the device body (figure 2; 
elements 38 and 40) and the device goes into idle mode after 30 seconds of non-activity 
(figure 9; elements 148 and 150). However, Drinann's body analyzer differs from the 
claimed invention in that user data stored into the memory is accessed by touching 
buttons (element 36) instead of touching the electrode sensors. Also Drinan does not 
disclose a touch sensitive switch circuit for switching between a fat measuring circuit 
and the touch sensitive switch or inversely. == 

Trautman teaches recovery of stored data via actuation of an icon on a touch 
screen (column 6, lines 53-61; figure 8). 

Regarding claims 6, 8-10, and 12-14; it would have been obvious to one of 
ordinary skill in the art at the time of the invention to replace Drinann's personal data 
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recovery by pressing buttons with Trautman's recovery means via actuation by touch. It 
would have been obvious to use the electrode sensors as the actuators for touch 
recovery of the personal data. 

Further regarding claims 6 and 10; it would have been obvious to one of ordinary 
skill in the art at the time of the invention to indicate which one of the personal data 
profiles was actuated by touch. 

In regards to claims 15 and 16; it would have been obvious to one of ordinary 
skill in the art at the time of the invention use a switch circuit to change between waiting 
for a touch input and measuring the bioelectric impedance and vice versa. 

6. Claims 7 and 1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Drinan in view of Trautman as applied to claims 6 and 9 above, and further in view of 
Iwabuchi (US Patent 6,360,124). 

The Drinann/Trautman combination is described above; however it does not 
specify that each of said electrode sensors have identification. 

Iwabuchi teaches the identifying the electrodes in a bioelectric impedance 
measuring device (figure 1 , elements A, B, C, and D). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to identify the electrodes of the Drinann/Trautman as taught by Iwabuchi. 

7. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Drinan in view of Trautman. 



Conclusion 



Application/Control Number: 10/632,961 Page 10 

Art Unit: 4153 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent 6,456,873 by Inoue et al. which discloses a body fat meter similar to 
the disclosed invention. 

U.S. Patent 6,472,888 by Oguma et al. which discloses a bioelectrical impedance 
measuring apparatus that stores personal data to a storage device. 

U.S. Patent 6,256,532 by Cha which discloses an apparatus for analyzing body 
composition based of bioelectrical impedance. 

U.S. Patent 6,088,615 by Masuo which discloses a device that measures 
bioelectrical impedance and body weight. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ADAM J. EISEMAN whose telephone number is 
(571)270-3818. The examiner can normally be reached on Mon-Thurs, 8:00 PM - 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jackson can be reached on (571) 272-4697. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/A. J. E.l 

Examiner, Art Unit 4153 
3/17/2008 

/Gary Jackson/ 
Supervisory Patent Examiner 
Art Unit 4153 



